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The disclosure is objected to because of the following informalities: 
The specification does not define the continuing data as is required. Although the 
transmittal letter might define this, the amendment must be made in accordance with the new 
rules. The examiner acknowledges that the transmittal letter defines the instant application 
as a CIP of parent application, however, it appears that the instant case is directed to the 
same subject matter and thus should be a straight continuation. Clarification is requested. 
If this is a straight continuation, a new transmittal should be submitted to clarify the 
record. 

Appropriate correction is required. 

Claims 1-3 and 5-17 are rejected under 35 U.S.C. . 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1-3 and 5-17 are indefinite as to the limitations "methanol" and a "liquid carrier" 
because methanol is a liquid carrier, thus this reads on methanol, which is not intended. In 
addition, the specification in section [0015] defines that the liquid carrier can include "a water 
miscible solvent" (i.e. methanol reads on this), thus it is apparent that methanol can be part of the 
liquid carrier (component (c)). In view of this, the examiner is unclear as to distinguishing factor 
between the methanol of component (b) and the use of methanol, as part of the liquid carrier of 
component (c). 

Claim 8 is indefinite because the examiner is unclear as to what wt. % (numerical value) 
this component is based on. In addition, depending on the numerical value for the wt. %, the 
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amount of methanol is outside the scope of claim 5. For example, if the wt. % is 1%, the 
methanol can be present in an amount of 3000 ppm which is outside the scope of claim 5, which 
defines a maximum of 1500 ppm. 

Claim 9 is indefinite because the examiner is unclear as to what wt. % (numerical value) 
this component is based on. In addition, depending on the numerical value for the wt. %, the 
amount of methanol is outside the scope of claim 6. For example, if the wt. % is 1%, the 
methanol can be present in an amount of 1600 ppm which is outside the scope of claim 6, which 
defines a maximum of 800 ppm. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless ~ 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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Claims 1, 2, 4, 7, 10, 11, 12 and 15-17 are rejected under 35 U.S.C. 102(a) as anticipated 
by or in the alternative, under 35 U.S.C. 103(a) as being obvious over Hattori et al. (031). 

Hattori et al. teach in sections [0024]-[0026] and [0036]-[0042], a polishing composition 
which comprises a silica abrasive (claimed types and amount (4 parts)) and a medium, wherein 
the medium can be a mixture of water and methanol. An oxidizing agent and citric acid 
(complexing agent) can also be used in the composition. The pH of the composition can be 
about 5. The abstract teaches that the composition polishes a substrate comprising silicon oxide 
and silicon nitride. 

The claimed invention is anticipated by the reference because the reference teaches a 
composition which comprises all of the claimed components. Although the reference does not 
literally define that "the interaction between the silica and the methanol provides colloidal 
stability to the composition", it is the examiners position that this is inherent in the composition, 
when methanol is used. In the alternative, it is the examiners position that this limitation is 
obvious in the reference because it is the examiners position that the addition of the methanol 
will interact with the silica abrasive, thus providing colloidal stability in the absence of any 
evidence showing the contrary. This colloidal stability limitation is expected and therefore 
obvious because the same components are used and therefore the same effect is apparent and 
obvious. Finally, the reference clearly implies in section [0025] that the composition is stable. 

Although the reference might not stabilize the polishing composition with methanol, the 
method of adding methanol to a silica slurry (i.e. the silica will inherently be contacted with the 
methanol) is known, thus no distinction is seen to exist. 



Application/Control Number: 1 0/506,853 Page 5 

Art Unit: 1755 

Claim 3 is rejected under 35 U.S.C. 103(a) as being obvious over Hattori et al. (03 1). 
The reference teaches a pH of about 5 and this reads on the claimed pH because "about" 
permits some tolerance, In reAyers, 154 F 2d 182, 69 USPQ 109. 

Claims 5, 6 and 8-9 are rejected under 35 U.S.C. 103(a) as being obvious over Hattori et 
al. (031) in view of Kato et al. (159). 

Kato teaches in column 6, lines 6-20 that mediums for polishing composition generally 
include a mixture of water and a polar solvent (methanol), wherein the amount of polar solvent 
(methanol) constitutes up to 1% of the medium. 

The primary reference teaches that as the medium used, a mixture of water and methanol 
can be used. The amount of methanol (up to 1%) used is obvious to the skilled artisan motivated 
by the fact that the secondary reference teaches that this is a general concentration for methanol 
when used as a water/methanol medium for polishing compositions. 

Claims 1, 2, 4, 7, 10, 12, 13, 14, 16 and 17 are rejected under 35 U.S.C. 102(a) as 
anticipated by or in the alternative, under 35 U.S.C. 103(a) as being obvious over Chamberlin et 
al. (506). 

Chamberlin et al. teach in sections [0013]-[0021] and claim 37, a polishing composition 
which comprises a silica abrasive (claimed types and amount (5%)) and a medium, wherein the 
medium can be a mixture of water and methanol. An oxidizing agent can also be used in the 
composition. The pH of the composition can be about 5. Claim 37 defines that the composition 
polishes a substrate comprising silicon oxide and either copper or tungsten. 
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The claimed invention is anticipated by the reference because the reference teaches a 
composition which comprises all of the claimed components. Although the reference does not 
literally define that "the interaction between the silica and the methanol provides colloidal 
stability to the composition", it is the examiners position that this is inherent in the composition, 
when methanol is used. In the alternative, it is the examiners position that this limitation is 
obvious in the reference because it is the examiners position that the addition of the methanol 
will interact with the silica abrasive, thus providing colloidal stability in the absence of any 
evidence showing the contrary. This colloidal stability limitation is expected and therefore 
obvious because the same components are used and therefore the same effect is apparent and 
obvious. Although the reference might not stabilize the polishing composition with methanol, 
the method of adding methanol to a silica slurry (i.e. the silica will inherently be contacted with 
the methanol) is known, thus no distinction is seen to exist. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being obvious over Chamberlin et al. (506). 
The reference teaches a pH of about 5 and this reads on the claimed pH because "about" 
permits some tolerance, In re Ayers, 154 F 2d 182, 69 USPQ 109. 

Claims 5, 6 and 8-9 are rejected under 35 U.S.C. 103(a) as being obvious over 
Chamberlin et al. (506) in view of Kato et al. (159). 

The primary reference teaches that as the medium used, a mixture of water and methanol 
can be used. The amount of methanol (up to 1%) used is obvious to the skilled artisan motivated 
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by the fact that the secondary reference teaches that this is a general concentration for methanol 
when used as a water/methanol medium for polishing compositions. 

Claims 1, 3, 4, 7, 10, 11, 12 and 16-17 are rejected under 35 U.S.C. 102(b) as anticipated 
by or in the alternative, under 35 U.S.C. 103(a) as being obvious over Huynh et al. (237). 

Huynh et al. teach in column 2, line 60, column 3, lines 38-column 4, line 1, column 5, 
lines 1 -35 and the claims, a polishing composition which comprises a silica abrasive (claimed 
amount (1-5%)) and a medium, wherein the medium can be a mixture of water and methanol. 
An oxidizing agent and citric acid (complexing agent) can also be used in the composition. The 
pH of the composition is between 1-6, preferably 2. The composition polishes a substrate 
comprising silicon dioxide. 

The claimed invention is anticipated by the reference because the reference teaches a 
composition which comprises all of the claimed components. Although the reference does not 
literally define that "the interaction between the silica and the methanol provides colloidal 
stability to the composition", it is the examiners position that this is inherent in the composition, 
when methanol is used. In the alternative, it is the examiners position that this limitation is 
obvious in the reference because it is the examiners position that the addition of the methanol 
will interact with the silica abrasive, thus providing colloidal stability in the absence of any 
evidence showing the contrary. This colloidal stability limitation is expected and therefore 
obvious because the same components are used and therefore the same effect is apparent and 
obvious. Although the reference might not stabilize the polishing composition with methanol, 
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the method of adding methanol to a silica slurry (i.e. the silica will inherently be contacted with 
the methanol) is known, thus no distinction is seen to exist. 

Claim 2 is rejected under 35 U.S.C. 103(a) as being obvious over Huynh et al. (237) 
alone or in view of Chamberlin et al. (506). 

Huynh et al. teaches that the abrasive is silica and it is the examiners position that one 
skilled in the art would have found the broad recitation of silica to include colloidal or fumed 
silica, thus making these limitations obvious. In the alternative, said types of silica are obvious 
because the secondary reference clearly shows that these types of silica are known to be used in 
polishing compositions. 

Claims 5, 6 and 8-9 are rejected under 35 U.S.C. 103(a) as being obvious over Huynh et 
al. (237) in view of Kato et al. (159). 

The primary reference teaches that as the medium used, a mixture of water and methanol 
can be used. The amount of methanol (up to 1%) used is obvious to the skilled artisan motivated 
by the fact that the secondary reference teaches that this is a general concentration for methanol 
when used as a water/methanol medium for polishing compositions. 

Claims 1-12 and 16-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kato et al. (159) in view of Huynh et al, (237). 

Kato et al. teach in column 3, line 3, and column 4, line 20-column 6, line 25, a polishing 
composition which comprises a silica abrasive (claimed type and overlapping amount), methanol 
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(at most l%t) and water. The composition is used to polish semiconductors (i.e. silicon wafer 
with an oxide layer thereon which implies silicon oxide containing substrate-see column 10, line 
30). It is stated that the pH is not limited. 

Kato et al. teach a composition which comprises all of the claimed components (claim 1) 
and it is the examiners position that the addition of the methanol will interact with the silica 
abrasive thus providing colloidal stability in the absence of any evidence showing the contrary. 
This colloidal stability limitation is expected and therefore obvious because the same 
components are used and therefore the same effect is apparent and obvious. Finally, the 
reference clearly states that the composition is stable. 

With respect to the pH, this reference states that the pH is not limited, thus it suggests a 
broad pH range. The pH is dependent on the substrate to be polished and it is clear that the 
primary reference polishes semiconductors. The claimed pH would have therefore been obvious 
to the skilled artisan motivated by the fact that the secondary reference teaches that the claimed 
pH is known for polishing compositions used to polish similar substrates. The examiner 
acknowledges the teachings in column 6, lines 23-26 and lines 62-63 of the primary reference, 
however, these teaching are not seen a definite teaching away of an acidic pH. 

With respect to the amount of methanol used, the reference clearly defines this and it is 
the examiners position that this amount encompasses and therefore makes obvious the claimed 
amounts. With respect to the use of an oxidizer and a complexing agent, it is the examiners 
position that the addition of these components would have been obvious to the skilled artisan in 
order to adjust the properties of the final polishing composition which is dependent on the use 



Application/Control Number: 10/506,853 Page 10 

Art Unit: 1755 

thereof. In other words, the use of any conventional polishing additives, as shown by the 
secondary reference, are well within the level of ordinary skill in the art and therefore obvious. 

In all of the above rejections, the limitations "methanol" and a "liquid carrier" 
reads on methanol alone because this is a liquid carrier. 



The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 1-4, 7, 1 1, 12 and 15 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-5, 10-12, 14, 19-23, 26, 
29-30 of copending Application No. 10/142,681. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the reduction to practice of the 
copending claims would render obvious the instant claims. The copending claims define a 
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composition and method, wherein the composition comprises all of the claimed components. 
Although the composition might not literally define the amount of silica abrasive or the 
methanol/water (as the liquid carrier) combination, the claims, as taken as a whole, define these 
limitations and any combination of the claimed subject matter is clearly within the scope of the 
skilled artisan. Although the copending claims does not literally define that "the interaction 
between the silica and the methanol provides colloidal stability to the composition", it is the 
examiners position that that the addition of the methanol will interact with the silica abrasive, 
thus providing colloidal stability in the absence of any evidence showing the contrary. This 
colloidal stability limitation is expected and therefore obvious because the same components are 
used and therefore the same effect is apparent and obvious. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claims 1-4, and 7-17 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-4, 7, 8, and 10-15 of U.S. Patent No. 6,682,575. 
Although the conflicting claims are not identical, they are not patentably distinct from each other 
because the reduction to practice of the patented claims would render obvious the instant claims. 
The patented claims define a composition and method, wherein the composition comprises all of 
the claimed components. 

A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller v. 
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Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 

Claims, 5 and 6 are rejected under 35 U.S.C. 101 as claiming the same invention as that 
of claims 5 and 6 of prior U.S. Patent No. 6,682,575. This is a double patenting rejection. 



In view of the teachings as set forth above, it is the examiners position that the references 
reasonably teach or suggest the limitations of the rejected claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael A. Marcheschi whose telephone number is (571) 272- 
1374. The examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on Recess to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-21 7-9197 (tdn-free). 

MM Mi^feielA^Marcheschi 
3/06 Primary Examiner 
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